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ANNOUNCEMENT 


The completed volumes of The TRADE-MARK 
REPORTER may be had in a BUCKRAM 
BINDING, as well as in CLOTH. 


Most of our subscribers have completed their 
sets of bound volumes. Have you? If not, con- 


sult the price list below. 


If your monthly issues are in good condition, 
we will exchange them for a bound volume. The 
charge is nominal and merely covers the cost of 


binding. 


BOUND VOLUMES 


Exchange for 
New monthly issues 


Brown Cloth, $5.00 $2.50 
Brown Buckram, 5.50 2.75 


Books will be shipped by cheapest method. 
Transportation is added to the above prices. 
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CANTRELL & CocHRANE, Lrp. v. HyGera DistitteEp Water 


Company, INc. 
United States Circuit Court of Appeals, for the Second Circuit 


January 25, 1922 


i Trape-Marxs anp Laspers—Unrairn Competirion—APppeAL—DIFFERENTIAT- 
ING Features—REVERSAL. 
} A label, used on ginger ale, consisting of the words “Hygeia Ginger 


Ale” printed in white on a red band running across a green diamond- 
shaped panel, with yellow medallions at either end of the band above 
which is shown a composite coat-of-arms in green, red and white, and 
certain non-essential wording, with the phrase “Estd. 1885” and de- 
fendant’s name and address below, together with the words “Free from 
alcohol’ in white letters, and the phrase “Keep in any climate” in 
red on the lower margins, is not confusingly similar to 2 diamond- 
shaped label bearing at either end three yellow overlapping medallions, 
between which are the words “Ginger Ale Aromatic” on a green 
ground, showing above the name “Cantrell & Cochrane’s” and below on 
the lower margin in black letters on a white ground the words “Dublin 
and Belfast” and the bottler‘s name in facsimile signature, with the 
words “Free from alcohol” shown below the name on a red strip or 
band; and the order for a preliminary injunction will be reversed. 


Appeal from a final decree of the District Court for the 
Southern District of New York, adjudging that plaintiff was en- 
titled to a permanent injunction against defendant from using a cer- 
tain label on bottles or other receptacles containing defendant's 
ginger ale. Reversed. 


Holm, Whitlock & Scarff (Herbert D. Chabot and Victor E. 
Whitlock of counsel), all of New York City, for appellant. 

Jeffrey, Kimball §& Eggleston (Oscar W. Jeffrey of counsel), 
all of New York City, for appellee. 


Before Rogers, Manton and Mayer, Circuit Judges. 


Mayer, Circuit Judge: There is really no question of law in 
this case and no occasion to reiterate at length familiar principles. 
Smith-Kline § French Co. v. American Druggists Syndicate, 273 
F. R. 84. What is involved is a question of fact, i. e., whether two 
labels so resemble each other that the alleged infringing label would 
be likely to deceive the ordinary customer, exercising ordinary care, 


into believing that he was getting plaintiff's and not defendant’s 
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ginger ale. Usually, first impressions, in cases of this character, 
are the safest guide. 

If the decider of the facts, whether in the instance Court or 
here, begins to analyze carefully the respective features, such as 
size, shape, color, legend and arrangement of a label of this char- 
acter, he is liable to lose the value of his first impression which 
(without attempting a scientific statement) is sensatory rather than 
the result of reasoning or conscious comparison. When, therefore, 
an experienced court sees in these two labels, as did the District 
Court, a resemblance of a character to warrant injunctive relief, 
that conclusion indicates such a difference of impression, as, natu- 
rally to call for pause before decision. 

Yet, from the outset, when these labels were first exhibited on 
the argument, we have not been able to see any resemblance between 
the two labels which could cause confusion or invite deception. To 
our eyes, these labels are different from each other in every es- 
sential, which ordinarily makes for deception, as well as in tout 
ensemble. 

Plaintiff is an old established house. Its ginger ale is a staple. 
Its label, now over forty years old, has acquired a character of its 
own, marked and distinctive. Defendant in July, 1920, adopted 
the label here complained of. We incorporate the labels in the 
filed copy of our opinion for future reference.' 

The colors are different. There is no suggestion of “Dublin 
& Belfast” in Hygeia’s label. “Hygeia Ginger Ale’ appears in 
large white letters straight across the label and below that is the 
word “Hygeia’”’ in large letters. On the other hand, in plaintiff's 
label “Cantrell & Cochrane’s”’ is printed in black at the top of the 
label on a white base and lower down the same words in signature 
style are in black and white. The medallions, of which so much 
is made, are dissimilar. In short, in every detail, as well as in 
whole aspect, we find no resemblance between these two labels. 

Appellee has referred us to three cases in which it was success- 
ful. In 1883, it prevailed in the New York Supreme Court against 


‘In view of the somewhat detailed description of the labels given 
above, no reproduction is deemed necessary. 
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‘ 


a label of Bolen & Byrne. There was sound ground for that de- 
cision, as an inspection of the B. & B. label will show. In 1908, the 
United States Circuit Court for the Southern District of New York 
held the Butler label an infringement, 124 F. R. 290. That label 
contained some plainly imitative features and used the word “Bel- 
fast.” Whether we should have held that label infringed if the 
question were before us, we need not decide. 

It is enough to point out that the Butler label was wholly dif- 
ferent from that at bar. In respect of the Supreme Court of the 
District of Columbia, we need only say that the decision holding in- 
fringement as to the label there concerned (which is completely dif- 
ferent from that here considered) is not convincing. 

Decree reversed with costs with instructions to the District 


Court to dismiss the bill with costs. 


Curistine M. LouGuran et AL. v. QuAKER City Cuocotate & 


CoNFECTIONERY Company, INc. 


United States District Court, for the Eastern District of 


Pennsylvania 
March, 1922 


Trape-Marxs—Rervusat To Reocister—Appreat IN Eaquiry—Jorinnber. 

Plaintiff, who, as here, applies to the court to secure an order 
authorizing the Commissioner of Patents to register a trade-mark, may 
join in one bill as many causes of action cognizable in equity as de- 
sired, which causes may be wholly independent, separate and distinct. 

Same—SaME—PRaAYER FOR OrpER OF CANCELL‘ 10N—JURISDICTION OF CoURTS 
or Eaurry—Morion to Dismiss. 

Although under R. S. 4915 remedy may be had by a bill in equity 
to order registration of a trade-mark, such remedy does not extend to 
secure the cancellation of a registration, the sole recourse here being 
an appeal to the Court of Appeals of the District of Columbia. How- 
ever, where, as here, the respective rights of the parties could ap- 
parently be more fairly determined by hearing the averments in both 
causes, it was held that both will be heard and the motion to dismiss 
denied. 


In equity. On motion to dismiss the bill of complaint in part 
Motion denied. 
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Dickinson, J.: Under Rule 26 a plaintiff may join in one 
bill as many causes of action cognizable in equity as he may at the 
time wish to assert against the defendant. These causes of action 
may be wholly independent, separate and distinct, having no con- 
nection or relation whatever with each other. Counsel for defend- 
ant does not dispute the right of the plaintiff to do this. His 
analysis of the bill in the instant case is that it possesses this char- 
acteristic of what are really two bills of complaint in one. The 
first cause of action is asserted under R. S. 4915. This is in a sense 
or in one phase an appellate proceeding, although in another phase 
it is wholly de novo. 

The plaintiff applied for the registration of a trade-mark. 
This the Commissioner refused to register. One purpose of the 
present bill is to secure an order under R. S. 4915 authorizing the 
Commissioner of Patents to make the registration and issue a cer- 
tificate thereof. No question of the right of the plaintiff to maintain 
a bill for this purpose is raised. 

A second purpose of the bill is to secure an adjudication in this 
Court that the defendant has no lawful right to the trade-mark to 
which it lays claim, and to adjudge that the revistration allowed by 
“cancelled”. It is to this part of the bill of 
complaint the defendant takes exception. 


the Commissioner be 


The grounds of exception are, in one aspect of the criticism 
made of the bill, that no cause of action is disclosed, and that in an- 
other aspect this Court has no jurisdiction to adjudicate the rights 
of the parties. Rule 25 of the Equity Rules requires a statement 
of the ultimate facts upon which the cause of action of the plaintiff 
depends to be stated. There is in this bill no such averment. The 
only thing which approaches it is the closing averment in para- 
graph 5, which is to the effect that the certificates of registration 
issued to the defendant “‘were fraudulently, improperly and illegally 
obtained.” It is clear that this is nothing more than the statement 
of a conclusion of law. There is a complete system regulating the 
registration of trade-marks. R. S. 4915 provides that when an ap- 
plication (construed to include applications for trade-mark regis- 


tration) is refused, either by the Commissioner or by the Court of 
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the District of Columbia to which the cause may have been taken 
upon appeal, the applicant may have his remedy by such a bill, as in 
the instant case. In like manner, the Act of February 20, 1905, 
gives to any party who is opposing the registration the right of 
appeal to the Court of Appeals for the District of Columbia. 

It is in consequence argued that this is the prescribed and be- 
cause of this the exclusive method of procedure. The same rules of 
practice and procedure which govern in the case of an appeal in a 
patent case are to govern in trade-mark cases, but this is limited 
to appeals from the Commissioner which go to the proper Court in 
the District of Columbia. There is no specific allowance of an 
appeal in the form of a bill in equity in the case of the issuance of 
certificates of registration as there is in the case of a refusal to 
issue. 

The two conclusions which the defendant has reached would 
seem to follow. One is that no fact averments have been made upon 
which this second ground of complaint is founded other than the 
issuance of the certificates by the Commissioner. The latter aver- 
ment would give a cause of action, but it is wholly in the nature of 
and by way of appeal and that appeal must be made to a Court in 
the District of Columbia, and is not to be taken to any District 
Court which might happen to have jurisdiction of the parties. 

The foregoing analysis, however, does not set forth all the 
functions of these averments in the bill of complaint. A further 
one is the denial by anticipation of any rights in the defendant by 
virtue of the issuance to it of the registrations referred to in the 
bill. Such an averment would seem, however, to have no proper 
place in a bill of complaint filed for the purposes of this bill. The 
whole question would seem, however, to resolve itself into one of 
practice. Under Rule 21 the Court might strike out any of the 
averments of this bill which were deemed to be impertinent. Under 
Rule 29 the questions desired to be raised can be raised upon a 
motion to dismiss or in the answer. When the question raised is one 
involving a point of law, the Court may dispose of it ad interim 
or refer it to final hearing. As at present advised we see no need 


that the question raised be presently determined. Evidently the 
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real controversy between these parties is over their respective rights 
to sell their product under a trade-name. This makes the rights of 
each more or less interdependent in the sense that the right of one 
can be best determined in the light of the rights of the other. A 
full disclosure of all the facts which bear upon the claimed rights 
of each may in consequence be helpful to the determination of the 
rights of either. This supplies us with a good reason for not de- 
termining now the questions raised. The bill filed by the plain- 
tiff may well be viewed as a bill raising two causes of complaint. 
One is in effect a complaint of the act of the Commissioner of 
Patents in refusing to issue a certificate of registration of the trade- 
mark which plaintiffs claim; the other is a complaint of the use of a 
trade-mark by the defendant which the plaintiff deems to be a 
trespass upon her rights. As before indicated, each of these com- 
plaints may have an evidential relation to the other. This is a rea- 
son, as before stated, for hearing both. There are likewise two 
prayers for relief or rather prayers for two different kinds of relief. 
One is that the plaintiff should be in a position to secure registra- 
tion of the trade-mark to which she lays claim; the other is that 
the defendant should be denied the use of the trade-marks which 
have been registered. It may well be that it will be determined that 
the plaintiff in no event has the right to this second specific relief. 
No harm which we now foresee can result from having this finding 
made deferred until final decree. 

The motion to dismiss is denied, with leave to the defendant 
to raise the same question in any answer which it may file to the 
bill of complaint. 
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Francois JOSEPH DE SpoturNno Coty v. Coty Stores oF AMERICA, 
Inc. 


United States District Court for the District of Delaware 


May 16, 1922 


Trape-Marks AND Uwnrair Competirion—“OrIGAN” AND “L’ORIGAN” 

“Cory” anp “Ernest Cory’—Preitiminary INJUNCTION. 

It appearing that defendant’s use of the word “Origan” infringes 
plaintiff's registered trade-mark “L’Origan”, and his use of the word 
“Coty” or the name “Ernest Coty” is an infringement of plaintiff’s 
trade-mark “Coty”, registered for perfumes and toilet preparations, 
and is, moreover, an act of unfair competition, a preliminary injunc- 
tion will issue in the terms of the following decree. 


In equity. Preliminary injunction granted for unfair com- 
petition and infringement of trade-mark. 


Morais, J.: And now, to wit, this fifteenth day of May, A. D., 
1922, the motion of plaintiff that a preliminary injunction issue in 
said cause having come on to be heard at this term, upon bill, affida- 
vits and exhibits filed therein, after argument by counsel for the re- 
spective parties, thereupon, upon consideration thereof, and as now 
appears the defendant’s use of the word “Origan” is an infringement 
of the plaintiff's trade-mark “L’Origan” No. 146,974, and the use of 
the word “Coty” of words “Ernest Coty” in connection with or with 
the sale or advertisement of perfumes or toilet preparations is an in- 
fringement of plaintiff's trade-mark “Coty” No. 147,206 and also 
‘. constitutes unfair competition unless accompanied with the phrase 
“not connected with the original Coty” in immediate juxtaposition 

therewith, now for the purpose of preliminary relief, it is 


) Ordered, adjudged and decreed by the court that upon plaintiff 


t filing a bond in form and with surety to be approved by the court 
| in the sum of five thousand dollars ($5,000), conditioned upon the 
payment of such costs and damages as may be incurred or suffered 
) by any party who may be found to have wrongfully enjoined or re- 


strained hereby, a preliminary injunction issue out of and under the 
seal of this court directed to the defendant, Coty Stores of America, 


Inc., restraining and enjoining said Coty Stores of America, Inc., 
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its officers, agents, servants, employees, attorneys and those in 
active concert or participating with them, each and every of them, 
until further order of the court, as follows: 

1. From directly or indirectly using the said trade-mark 
“L’Origan” or the word “Origan” in connection with the sale of 
perfumes or toilet preparations ; 

2. From directly or indirectly using the device (or any device 
containing a similar arrangement of the word “Coty”) such as ap- 
pears at the head of the defendant’s advertisement in the Atlantic 
City Gazette of April 16, 1922, and on its Atlantic City and Phila- 
delphia stores as shown in exhibits filed in this cause and on the 
awnings as shown by the evidence; 

3. From directly or indirectly using the name “Coty” in ad- 
vertisements or otherwise in connection with perfumes or toilet 
preparations unless accompanied by the name “Ernest” in equally 
prominent letters and from using the full name “Ernest Coty” ex- 
cept when immediately followed by the phrase “Not the original 
Coty” in lettering of the same style and at least one-half the size 
used for the words Ernest Coty; but this shall not prevent the de- 
fendant’s use of its corporate name, provided that it is accompanied 
by the said phrase in lettering of the same style and at least one- 
fourth the size used for the corporate name, nor shall it prevent the 
defendant from selling or offering for sale in its stores the products 
which it imports bearing the name “Ernest Coty” unaccompanied 
by the phrase “Not the original Coty” provided that they do not 
bear the word “Origan” or any imitation thereof and provided that 
there is at all times prominently displayed and permanently fixed in 
each such store, present or future, a placard or such number of 
placards as may be necessary in order that at least one such placard 
may be seen and easily read from any point in each such store, bear- 
ing the words “We are not the original Coty and do not carry his 
products.” 





rr 
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U. S. ex reut., THe Batywin Company v. Tuomas E. Rosertson, 
CoMMISSIONER OF PaTEeNTs, AND R. S. Howarp Company 


Supreme Court of the District of Columbia 
February 20, 1922 


Trape-MarKxs—“Howarp” ror Pranos—CaNcELLATION ProceepINGs—APPEAL 
—PRELIMINARY INJUNCTION. 


Where plaintiff, owner of two registrations of the word “Howard” 
as a trade-mark for pianos, after defendant had obtained a decree of 
the Court of Appeals of the District of Columbia ordering cancellation, 
failing on appeal to the Supreme Court of the United States for writ 
of certiorari, appealed to the court herein, it will be granted a pre- 
liminary injunction against cancellation, since, unless such is granted, 
any further remedy available to plaintiff would be futile. 


Same—MEANING or Supreme Court Deciston—OpportuNiTy FoR JUDICIAL 
Review. 
In the case at issue, the decision of the United States Supreme 
Court apparently meant that there was open to plaintiff an ——— 
for further judicial review under Sections 4914 and 4915 R. S. U. 
inasmuch as decisions of the Court of Appeals of the District of 


Columbia are in no sense a final judgment reviewable upon certiorari 
or appeal. 


In equity. Application for preliminary injunction granted. 


Frederic D. McKenney, of Washington, D. C. and John E. 
Cross, of Baltimore, Md., for plaintiff. 

Theodore A. Hostetler, of Washington, D. C., for the Commis- 
sioner of Patents. 


Samuel S. Watson, of New York City, for the R. S. Howard 
Company. 


HoeEuH LING, J.: 
MemoranpuM OPINION 


This is an application for preliminary injunction to restrain 
the defendant, Commissioner of Patents, from canceling pendente 
lite two certain trade-mark registrations: one thereof being No. 
31,411, dated March 8, 1898, and the other, No. 46,993, dated Octo- 
ber 17, 1905. 

The question involved is both important and novel; and, as dis- 
closed by the pleadings, the facts involved are substantially thus: 





Do 
Ww 
Do 


TWELVE TRADE-MARK REPORTER 


The Baldwin Company, plaintiff (for brevity, hereinafter re- 
ferred to herein as Baldwin Co.), is the owner of the two regis- 
tered trade-marks above referred to, and has used the same for 
many years in its business of manufacturing and selling pianos, 
both in interstate and foreign commerce; the earlier mark consists 
of the word “Howard”, in old English letters, accompanied by the 
initials and abbreviation “V. G. P. Co.” arranged in monogram 
form, that mark having been registered under the Trade-Mark Act, 
of March 3, 1881 (21 Stat. 502); and the later mark consists of 
the word “Howard”, in old English letters, standing alone, that 
mark having been registered under the Trade-Mark Act of February 
20, 1905 (33 id. 704); it being alleged that the word “Howard”, 
under each said registration, is printed or impressed in a particular 
and distinctive manner. It is further alleged that, since the adop- 
tion of the mark “Howard”, of the character described, the same 
has been used continuously by said Ba'dwin Co. and its predeces- 
sors upon the fall boards of pianos manufactured by it, and upon 
the boxes in which the pianos have been shipped and sold, and that 
such mark has been and is of value in identifying pianos as the 
product of the Baldwin Co. It, also, appears that the Baldwin Co. 
has obtained registration of the trade-mark “Howard” in a number 
of foreign countries, where the right to registration is based upon 
the registration of the mark in this country, but which foreign regis- 
tration would be subject to cancellation if the registration in this 
country should be cancelled; in which connection, said company 
alleges that its foreign business has been built up at considerable 
expense and is largely based upon registration of its trade-mark, as 
above described, and which business would be greatly and irrep- 
arably injured by the cancellation of either or both of its said 
trade-marks in the U. S. Patent Office. 

The R. S. Howard Company (intervening defendant herein, 
and, for brevity, hereinafter referred to as Howard Co.), in August, 
1914, instituted proceedings in the U. S. Patent Office to procure 
the cancellation of the registration of each of the two marks above 
described, this under the provisions of Section 13, of the Trade-Mark 


Act of February 20, 1905, supra, which provides “that whenever 
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any person shall deem himself injured by the registration of a 
trade-mark in the Patent Office he may at any time apply to the 
Commissioner of Patents to cancel the registration thereof.” 

While that proceeding was pending, the Baldwin Co. filed suit 
in the U. S. District Court, Southern District of New York, against 
the Howard Co., for unfair competition in trade; alleging that said 
defendant, subsequent to its organization, in 1902, sold pianos 
marked on the fall board “R. S. Howard Company”, and that it 
had advertised itself extensively as manufacturing “Howard” 
pianos. 


That suit resulted in final decree by said District Court, dated 
May 23, 1916 (Baldwin Co. v. Howard Co., 233 F. R. 439 [6 T. 
M. Rep. 310]), adjudging that the name “Howard”, without prefix 
or suffix on pianos, or contained in advertisements, or otherwise 
used in connection with pianos indicates that such pianos are the 
product of the Baldwin Co., and distinguishes the same from pianos 
of all other manufacturers; that the Baldwin Co., and its predeces- 
sors, ever since December, 1896, have been, and the Baldwin Co. 
now is, the true, lawful and sole owner of said word “Howard” as 
a name for its pianos, and it alone is entitled to use the same on 
pianos or advertising matter relating thereto; and that defendant, 
Howard Co., has infringed upon and violated the rights aforesaid 
of the Baldwin Co. Said final decree also affirmed the right of the 
Baldwin Co. te use the name “The Howard Piano Company” as a 
name for one of the corporations owned and controlled by it. 
Finally, the decree enjoined defendant, Howard Co., perpetually 
and forever, from using the word “Howard” in connection with 
pianos not the product of the Baldwin Co., except with the initials 
“R. S.” or the name “Robert S.” prefixed and the word “Company” 
affixed to said word “Howard” wherever that word appears on 
pianos, boxes or packages containing the same, or from advertising 
in any manner calculated to deceive purchasers into the belief that 
such pianos are the product of the Baldwin Co. 

On appeal by said defendant, the decree was affirmed, on 
November 14, 1916, by the U. S. Circuit Court of Appeals, Second 


Circuit (238 id. 154). In passing, it may be noted that the de- 
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cisions in the litigation just mentioned, by express reference to the 
matter, did not undertake to interfere with the cancellation pro- 
ceedings then pending, supra. 

Thereupon, the Baldwin Co. filed in the U. S. Patent Office, in 
said cancellation proceedings, certified copy of the final decree afore- 
said; with the result that decision was rendered both by the ex- 
aminer of interference and by the Commissioner of Patents, deny- 
ing the applications to cancel; the Commissioner, in his decision, 
stating: 

“It is well settled by a long line of decisions of the Court of Appeals 
of the District of Columbia that a party cannot sustain a cancellation pro- 
ceeding unless he can establish that he is damaged by the registration of 
the mark. The rights of the parties to the use of the mark in this country 


having been fully determined by the court, it is not seen how the rights of 
the R. S. Howard Company are in any way affected by the registration.” 


From the above adverse holding of the Commissioner of 
Patents, the Howard Co. appealed to the Court of Appeals of this 
District; with the result that that court dismissed from considera- 
tion the court proceedings, supra, “‘since they were confined solely to 
the question of unfair competition, a matter of no concern in this 
proceeding, either by way of estoppel or otherwise” (p. 440); and, 
having found that “unquestionably, the Baldwin Company was the 
first to make a trade-mark use of the word ‘Howard’, but in our 
view of the case that is of no importance’; thus proceeded in its 
opinion: 

“The sole question here is: Was the Baldwin Company entitled to the 
exclusive use of this mark on the date of its application for registration? 
If not, has the Howard Company been injured by the registration of the 
mark?” (P. 441.) 

The court then answered the first question in the negative, upon 
the ground that the right to register the name of a person or cor- 
poration is expressly forbidden except under conditions which the 
court stated were not present in the case, (that is, “written, printed, 
impressed, or woven in some particular or distinctive manner, or in 
association with a portrait of the individual”’;) and then answered 
the second question in the affirmative, upon the ground that, while 


the complaining party in such cancellation proceedings must show 
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resulting damage unless the relief be granted, nevertheless, “where 
the party is seeking to prevent the adoption of his name as a trade- 
mark, or the cancellation of its registration, his action is grounded 
upon the invasion of a property right inhering in the name itself, 
and damage will be presumed” (p. 443). The Court of Appeals, 
accordingly, reversed the decision of the Commissioner of Patents, 
and directed the clerk of the court “to certify these proceedings as 
by law required.” (Howard Co. v. Baldwin Co., 48 App. D. C. 
137 [9 T. M. Rep. 116].) 

The Baldwin Co. then prosecuted an appeal to the Supreme 
Court of the United States, and, also, filed application for writ of 
certiorari, to review the above decision of the Court of Appeals. 
The appeal was dismissed and the application for writ of certiorari 
denied, April 11, 1921; the opinion of the court [11 T. M. Rep. 
159], delivered by Mr. Justice Day, thus stating: 


“If the decision of the Court of Appeals of the District of Columbia 
is not final, then the motion to dismiss the appeal should be sustained, and 
we have no authority to grant a writ of certiorari. Judicial Code, Secs. 
250-251. 

“The nature of proceedings of the character now under consideration 
was considered in Frasch v. Moore, 211 U. S. 1, in which the opinion of 
Chief Justice Alvey, speaking for the Court of Appeals of the District of 
Columbia in Bousseau v. Brown, 21 App. D. C. 73, 80, explaining the nature 
of this statutory proceeding and affirming that it did not authorize a judg- 
ment but only the return by the Court of Appeals of a certificate to the 
Commissioner of Patents, to be there entered of record to govern further 
proceedings in the case, was fully approved. 

“In Atkins v. Moore, 212 U. S. 285, application for registration of a 
trade-mark was refused by the Examiner, which action was approved by 
the Commissioner, and affirmed on appeal by the Court of Appeals of the 
District of Columbia, an appeal and writ of error were allowed, both of 
which were dismissed in this court. The previous decisions of this court 
were reviewed by Chief Justice Fuller, speaking for the court, and in con- 
cluding the opinion he said: 

“<‘In the light of the various details of the Act of February 20, 1905, 
and of the specific provisions of Section 9, we were of opinion (Gaines v. 
Knecht, 212 U. S. 561) that proceedings under the act were governed by 
the same rules of practice and procedure as in the instance of patents, and 
the writ of error was accordingly dismissed. The same result must follow 
in the present case. 

“*Under Section 4914 of the Revised Statutes no opinion or decision 
of the Court of Appeals on appeal from the Commissioner precludes “any 
person interested from the right to contest the validity of such patent in 
any court wherein the same may be called in question”, and by Section 
4915 a remedy by bill in equity is given where a patent is refused, and we 
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regard these provisions as applicable in trade-mark cases under Section 9 
of the Act of February 20, 1903’. 


“We are of opinion that the principle there announced controls this 
case. No provision is made which permits this statutory proceeding to be 
carried beyond the decision of the Court of Appeals of the District of 
Columbia, the decision of which court is directed to be certified to the Com- 
missioner of Patents. It is in no sense a final judgment reviewable here 
upon writ of certiorari or appeal. 


“It is true that in Estate of Beckwith v. Commissioner of Patents, 252 


wx 
U. S. 5388 [10 T. M. Rep. 255], this court allowed a writ of certiorari from 
a decision of the Court of Appeals of the District of Columbia, affirming a 
decision of the Commissioner of Patents, in an application to register a 
trade-mark. No question of the jurisdiction of the court was considered 
in that case, and an inadvertent allowance of the writ of certiorari does 
not establish the jurisdiction of the court. Fritch, Inc. v. United States, 
248 U. S. 458, 463. 
“It follows that the appeal must be dismissed, and the petition for a 
writ of certiorari denied.” 


Following the action by the Supreme Court, supra, the Clerk 
of the Court of Appeals certified to the Commissioner of Patents 
the action of the latter court; and, thereupon, bill of complaint was 
filed herein, by the Baldwin Co., May 7, 1921, setting up, substan- 
tially, the several matters and things above referred to; detailing 
the damage which would result to it by reason of the cancellation 
of the trade-mark registrations, and alleging that, because of the 
certain final decree of injunction, aforesaid, the R. S. Howard Com- 
pany cannot legitimately get a direct benefit from the cancellation 
of said registrations; prayed that said question be determined; and 
that the Commissioner of Patents be restrained and enjoined from 
cancelling said registration, pendente lite and perpetually. 

Following the filing of that bill and rule to show cause issued 
thereupon, answer was filed on behalf of defendant, Commissioner 
of Patents, contending therein that said defendant is bound by the 
decision of the Court of Appeals of this District, and that, there- 
fore, the application for injunction should be denied and the bill 
dismissed. 

On May 17, 1921, said R. S. Howard Company filed petition 
for leave to intervene as party defendant; that leave was granted, 


May 27, 1921, and, on the same day, said company filed answer to 


the bill, in which answer, it was contended, inter alia, that, under 
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the circumstances present in the case, this court is without jurisdic- 
tion to grant the relief prayed, and concluded by asking that the 
bill be dismissed. 

Thus the litigation stood, until October 13, 1921, when plain- 
tiff, Baldwin Co., filed amended bill of complaint herein, in which 
the allegations of its original bill are amplified, and the assertion 
made that, under the circumstances stated, the Commissioner of 
Patents is without lawful authority and power to cancel the trade- 
mark registrations described; and that, by Section 4915, R. S. 
U. S., “as construed and directed to be applied by the Supreme 
Court of the United States,” supra, remedy by bill in equity is 
afforded plaintiff, and that such remedy, so given and so applicable, 
would be futile if, pending the disposition of the proceedings, the 
Commissioner of Patents should be permitted to cancel the regis- 
tration. 

Aside from the prayer for injunction, pendente lite and per- 
petually, the substantial prayer for affirmative relief contained in 
said amended bill of complaint and upon which the prayer for in- 
junction is based, is thus stated therein: 


“2. That * * * this * * * court will determine and declare that the 
R. S. Howard Company, intervenor in the above entitled cause, is without 
any such right to or interest in the case as a trade-mark in connection with 
pianos of the word ‘Howard’, standing alone, without prefix or suffix, as is 
or can or may be damaged by the continued maintenance of record in the 
United States Patent Office of either one or both of the registered Trade- 
Marks next above described;” (meaning the two certain trade-marks here- 
inaforesaid). 


Thereupon, the intervening defendant, Howard Co., filed mo- 


tion to dismiss the action, the substantial grounds assigned therefor 
being thus stated: 


“3. That said court is without power or authority to grant the relief 
prayed for, or any relief in the premises. 

“4, That all issues involved in the said above entitled action are res 
ad judicata, as a matter of law, as appears from the allegations and admis- 
sions contained in the bill of complaint and the matters of record, ad- 
mitted and of which the court will take judicial notice.” 


Thereafter, the cause was argued orally, on behalf of the re- 


spective parties in interest, on the application for preliminary in- 
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junction and on the motion to dismiss. On behalf of the defend- 
ant, Commissioner of Patents, the cause was submitted for such 
action as the court might deem proper; it being agreed, in open court, 
on behalf of said Commissioner, that, pending the determination of 
the application for preliminary injunction and motion to dismiss, the 
status of the registration of the trade-marks would be preserved un- 
impaired, so far as the Patent Office is concerned. In addition to 
the oral arguments of counsel, written briefs have been submitted on 
behalf of the Baldwin Co. and the Howard Co., respectively, cover- 
ing the questions involved; all of which arguments, both oral and 
written, have been carefully considered by the court, and, it may be 
added, that the arguments so presented by counsel have been ex- 
ceedingly helpful to the court in its consideration of the various 
questions involved. 

While, as hereinabove stated, the determination and adjudica- 
tion sought by the Baldwin Co., in its amended bill of complaint, is 
limited to the matter of alleged lack of right on the part of said 
Howard Co. to maintain the cancellation proceedings aforesaid, be- 
cause of the fact, as alleged, that it cannot be damaged by the con- 
tinued maintenance of either one or both of said trade-mark regis- 
trations; and injunction is, accordingly, sought to restrain the can- 
cellation upon that ground; the case itself, in the written brief sub- 
mitted herein on behalf of said defendant, Howard Co., reaches to 
the whole merits of the trade-mark registrations; including, how- 
ever, particularly the defense that “the subject-matter and all ques- 
tions at issue at bar are res adjudicata and shown to be such by 
matters of record now before the trial court”. 

In support of the defense last mentioned, said defendant states: 


“It is respectfully submitted that as the subject-matter of the bill of 
complaint herein has been definitely and finally adjudicated by the Court 
of Appeals of the District of Columbia, the plaintiff has exhausted its 
remedies, and this controversy should now forthwith be terminated.” 


In view of the holding of the Supreme Court of the United 
States, supra, to the effect that the decisions of the Court of Appeals 


of this District, both in patent and trade-mark cases, are in no sense 
a final judgment reviewable upon certiorari or appeal, but are only 
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the return by that court of a certificate to the Commissioner of 
Patents to be there entered of record to govern further proceedings 
in the case; in view of the further holding of said Supreme Court 
that Secs. 4914 and 4915 R. S. U. S. are applicable in trade-mark 
cases; and, finally, in view of the express holding of the Supreme 
Court that this case is controlled by the principles so announced; 
the conclusion seems necessarily to follow that the Supreme Court, 
having before it an application to review the adverse holding of the 
Court of Appeals, supra, and finding itself without jurisdiction to 
entertain the same, either on appeal or by certiorari; nevertheless, 
in direct and express terms and language, pointed out a method and 
way in which such judicial review of the questions might be se- 
cured. 

If that be not the true intent and meaning of the decision of 
that court, then the language of the opinion must be denied its 
ordinary, plain, and usual meaning. 

If, therefore, there be open to the plaintiff, Baldwin Co., an 
opportunity for judicial review of the questions raised in this suit, 
under said Sections 4914 and 4915 R. S. U. S., and the Supreme 
Court apparently has so held; then pending the proceeding, the 
status of the subject-matter of the litigation should be preserved 
unimpaired; since the remedy so given would be futile if, pending 
the proceeding, the trade-mark registrations be permitted to be 
cancelled. 

Accordingly, the court is of opinion that the motion of defend- 
ant, Howard Co., to dismiss should be overruled, and that the ap- 
plication of plaintiff, Baldwin Co., for preliminary injunction 
should be granted. Appropriate order in that behalf may be pre- 
pared by counsel and submitted, upon due notice. 

As the case now stands on the pleadings, the rule to show 
cause was issued upon the original bill of complaint, answer to 
which original bill was made and filed by said defendant, Howard 
Co. The court has deemed it proper to consider that answer in 
connection with the application for preliminary injunction which 
was carried forward in the amended bill of complaint. 
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The motion to dismiss the cause, however, was filed in response 
to the amended bill of complaint, which latter supersedes and takes 
the place of the original bill. Hence, the motion to dismiss must be 
and has been determined upon the allegations of said amended bill, 
and the matters of law urged in opposition thereto. 

If defendant, Howard Co., be of opinion that the questions of 
law and jurisdiction are sufficiently presented in the amended bill 
and the motion to dismiss the same, it may elect, if so advised and 
in order to speed the cause, to stand upon said motion to dismiss; 
in which event, final decree for plaintiff may be entered at once, 


from which an appeal may be taken. 


Wituiam T. Hugues v. West PustisHine Company 
Illinois Supreme Court, Appellate Division 


April 22, 1922 


Trapve-Marks ann Unrair Competirion—Use or Key Dervice—Non-com- 

PETING Pusiications—Lack or Proor or Damace—Appreat—De- 

CREE AFFIRMED. 

Defendant, a publisher of legal periodicals, in appropriating and 
using therein the words “Key Number System”, and the device of a key 
was not unfairly competing with plaintiff, who was the first to use these 
features in a series of original law texts, inasmuch as the respective 
publications were not in competition and the defendant proves no dam- 
ages resulting from plaintiff's act; moreover there is no exclusive prop- 
erty right in the word or device of a key. 


In equity. Appeal from decision of the Circuit Court of Cook 
County. Affirmed. 


Frank J. Loesch, Frank A. Helmer, and Edward T. Lee, all 
of Chicago, Ill., for appellant. 

John M. Zane, Frank F. Reed, and Edward S. Rogers, all of 
Chicago, IIl., for appellee. 


Morriti, J.: The Circuit Court of Cook County sustained a 


general demurrer to the bill of complaint. Complainant elected to 


stand by his bill. Thereupon the court entered a final decree dis- 
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missing the bill for want of equity, from which the complainant, 
William T. Hughes, has prosecuted this appeal. 

The bill of complaint, after setting forth at some length the 
scholastic and professional attainments of complainant, as well as 
his devotion to an effort to classify the body of the English law 
so as to make its study more scientific than was possible under prior 
publications, alleged that he devised a key number system, which he 
claimed unlocked the treasures of the law and that he illustrated the 
system by using the picture of a key to a Yale lock. For the pur- 
pose of illustrating and teaching his system of legal study, com- 
plainant wrote and published a series of works upon legal subjects. 
The titles of these works indicate that they are text-books relating 
to fundamental legal principles, practice and procedure. The bill 
does not disclose the scope or plan of these works or the method of 
treatment of the various subjects. There are eight of these works, 
consisting of twelve volumes. The first was published in 1893 and 
the last in 1921. 

The bill further alleged that complainant caused these works 
to be advertised in various legal journals using, with reference to 
them, such descriptive phrases as, “The key to your library,” 
“Hughes’ procedure unlocks any library’’ and employed in con- 
nection therewith the symbol of a key; that among the publications 
in which he so advertised was the Northwestern Reporter, which 
was controlled and published by defendant, and that on May 22, 
1906, he caused an advertisement to be published of his work on 
procedure which contained the words, “Hughes’ procedure unlocks 
any library,” printed on the facsimile of a Yale lock key, which, it 
is alleged was the first time this was ever done. Thereafter de- 
fendant, which for many years had been the publisher of numerous 
law books, text-books, digests and serial reporters, announced a de- 
parture in the plan of their publications, stating that defendant 
would henceforth use permanent and uniform numbers referring 
to topics and sectional divisions of its works; that it put this new 
plan into operation by placing upon its volumes a label reading, 
“This is a key number volume,” and also employed the facsimile of 
a Yale lock key in connection therewith and eventually used upon 





242 TWELVE TRADE-MARK REPORTER 


all of its publications, advertising literature and stationery the ex- 
pression ‘““Key Number System’’ and the facsimile of a key, and de- 
clared its key number system to be original, exclusive and revolu- 
tionary. It also averred that complainant objected on several 
occasions, without result, to this alleged appropriation of his system 
and the words descriptive of it and the use of the symbol of a key 
in advertising defendant’s publications and that finally, on October 
30, 1920, he commenced this action against defendant. 

The foregoing are substantially all of the material allegations 
of the bill of complaint, which must be taken as true and which 
appellant contends are sufficient to require an answer, and upon 
proof of the matters therein alleged to justify the court in granting 
the relief sought by the bill. The prayer of the bill is that defend- 
ant be required to answer certain interrogatories, which need not be 
enumerated in detail, and that an account be taken of all business 
dealings, transactions and sales of defendant’s various publications 
in connection with which defendant used the phrase “Key Number 
System” or the symbol of a key and an account of all moneys re- 
ceived and profits made in such dealings, transactions and sales, 
and that in the meantime defendant be restrained from the further 
use of said “Key Number System” and the further use of the 
symbol of a key in its publications and in its advertisements thereof 
and other literature and that upon final hearing such injunction be 
made permanent. The bill also prayed for general relief. 

The brief of counsel for appellant indicates that appellant’s 
claim is not based upon the violation of any copyright of his vari- 
ous works or of any trade-mark or trade-name, registered or other- 
wise, but appellant contends that his rights are based solely upon 
the theory of unfair competition on the part of defendant. The bill 
of complaint contains no allegations showing that there is any com- 
petition whatever between the books written by complainant and 
the publications of defendant. While it is true that the bill in a 
general way alleges that defendant is the publisher of numerous 
text-books and other works upon legal subjects, it is entirely silent 


as to the details of these books and contains no allegation showing 


their titles, nature, scope or subject-matter, other than the general 
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statement that they deal with legal subjects. The specific allega- 
tions of the bill as to the improper use by defendant of the system 
of key numbers and the symbol of a key relate to the use of this 
system and symbol in connection with certain digests published by 
defendant. The bill does not charge that there is any competition 
whatever between these digests and the text-books published by 
complainant. It seems obvious that in the absence of any charge 
or other indication of an existing competition, the claim of unfair 
competition cannot be sustained. Appellant relies particularly up- 
on the case of International News Service v. The Associated Press, 
248 U.S. 215 [9 T. M. Rep. 15], as being the last word upon the 
subject of unfair competition, showing particularly the elasticity of 
the term by its application to mere news, which is not property 
and cannot be the subject of a copyright. This decision was based 
upon unfair competition solely. There was no consideration given 
as to whether there was a violation of any common-law property 
right in news matter and whether this right was lost or still re- 
mained after publication, by reason of the copyright act. The 
court said, in substance, that regarding news matter as the mere 
material out of which these two competing parties are endeavoring 
to make money, and treating it, therefore, as quasi property for the 
purpose of their business because they are both selling it as such, 
defendant’s conduct diifers from the ordinary case of unfair com- 
petition in trade, particularly in this, that instead of selling its own 
goods as those of complainant, it substitutes misappropriation in 
the place of misrepresentation and sells complainant’s goods as its 
own. It, therefore, seems obvious that the relief which was granted 
to complainant in the case cited was based upon the fact that both 
complainant and defendant were in competition with each other and 
that the appellant was unlawfully appropriating the news matter 
which had been obtained and given publicity before its actual pub- 
lication by the other competing party. No such conditions exist in 
the case at bar. Not only is there no charge in the bill that the pub- 
lications of defendant compete with those of complainant, but there 
is no allegation showing that defendant has ever represented its pro- 


ductions in such a way as to interfere with any emoluments derived 
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by complainant from the publication of his own works. Defend- 
ant has never appropriated any portion of the literary efforts of 
complainant. Reliance is also placed upon the case of Fisher v. 
Star Co., 281 N. Y. 414 [8 T. M. Rep. 269], in which the court 
stated broadly that ““No person should be permitted to pass off as 
his own the thoughts and works of another,” and restrained the de- 
fendant from using in cartoons the imaginary and fictitious char- 
acters of “Mut and Jeff.” Upon the trial of the case the evidence 
had been such as to prove that the defendant had been guilty of de- 
ception in leading the public to believe that its business was that of 
the complainant, who had originated these characters and was the 
owner of the proprietary right in them. No such circumstances 
are involved in the case at bar, and we are not at liberty, in the 
absence of specific charges, to consider the possible scope of the evi- 
dence which the ingenuity of counsel might lead them to present in 
support of the general averments of the bill. 

It is also contended by appellant that he has a property right 
in the use of the key number system in connection with legal study 
and in the use of the symbol of a key to describe his system, which 
is the selling feature of his publication, securing for him numerous 
patrons and customers and that appellant has a natural right to 
the fruits of his own labor, of which no other person can rightfully 
deprive him against his own will, citing The Antelope, 10 Wheat. 
120, and Bright v. Boyd, 1 Story 478. We deem it unnecessary to 
review at any great length the authorities which are cited by ap- 
pellant in support of this contention. Among them is the case of 
National Telegraph News Co. v. Western Union Telegraph Co., 
119 Fed. 294, in which the court enjoined the appellant from ap- 
propriating the “ticker” news of the current prices of securities 
and grain which appellee had distributed to the public by means of 
its tapes and restrained appellant from distributing this news, in- 
stantaneously upon its appearance on the tape, to its own patrons, 
as its own product, thereby escaping the expense of collecting the 
information. In Fonotipia Co. v. Bradley, 171 Fed. 951, defendant 
was enjoined from manufacturing and selling records made from 


records published by complainants, who made the same at great 
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expense after procuring the services of singers and musicians in 
their preparation, and the court held that it was within its power 
to protect by injunction the full enjoyment of corporeal and incor- 
poreal rights and property created by complainant at its expense 
and which were capable of being appropriated by another. The 
same principles are involved in Prest-O-Lite Co. v. Davis, 209 Fed. 
917 [4 T. M. Rep. 91]; Dodge Co. v. Construction Information 
Co., 183 Mass. 62, and in Searchlight Gas Co. v. Prest-O-Lite Co., 
215 Fed. 692 [4 T. M. Rep. 273], in all of which the unlawful ap- 
propriation of various types of intangible property was enjoined. 
The conclusion to be drawn from these cases is that wherever a 
property right exists the court will by injunction protect the com- 
plainant from unlawful appropriation by others. Appellee does not 
dispute this proposition. 

Appellant seeks to establish a property right in his system, 
plan or device and to prevent an appropriation thereof by defend- 
ant to the damage of complainant, but does not show by appropriate 
allegations of his bill that complainant has been in any way dam- 
aged. There is no charge contained in the bill to the effect that de- 
fendant’s publications have been substituted or sold in place of 
complainant’s or that the business or complainant in selling his books 
has been lessened or impaired in any way by defendant’s acts. 
Appellant has not called our attention to any authorities indicating 
that he is entitled to relief in a case where no damages have been 
shown or alleged. The element of damage was a controlling feature 
in all of the cases above cited upon which appellant relies. 

So far as we are advised, there is no authority holding that 
at common law there is a property right in a system, device, plan 
or scheme. That no such right exists has been held in a great 
number of cases, in the absence of any confidential or contractual 
relations between the parties. In Haskins v. Ryan, 71 N. J. Eq. 
575, the court held that there was no property in an idea or plan 
for combining a number of companies engaged in the white lead in- 
dustry and procuring options for their purchase. The mere idea 
was not capable of legal ownership and protection. No common-law 


property right exists in a plan or device relating to the use of certain 
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electrical devices, plugs and receptacles. Hubbell, Inc. v. General 
Electric Co., 262 Fed. 155. The same rule was sustained in Helfi 
Co. v. Silvex Co., 274 Fed. 653 [12 T. M. Rep. 15], in which the 
parties were engaged in actual competition with each other and one 
of them had put a certain spark-plug upon the market closely re- 
sembling a similar device manufactured and sold by the other 
party. The same rule has been applied as to a system of soliciting 
life insurance. Bristol v. Equitable Life Ins. Society, 5 N. Y. 
Supp. 131. These authorities establish the proposition that com- 
plainant had no property right in the plan or system of legal study 
involved therein, in the absence of fiduciary or contractual relations 
between them. It is admitted by appellant’s brief that equity will 
not relieve in a case of this kind, unless a breach of trust is involved, 
citing Boston Diatite Co. v. Florence Mfg. Co., 114 Mass. 69, but 
appellant asserts that a fiduciary relation was created by complain- 
ant’s employment of defendant to advertise one of his works. Un- 
fortunately the latter statement is not supported by any citation of 
authority and is contrary to the generally accepted theory under 
which advertising business is conducted. This employment did 
create a contractual relation during its continuance, but complain- 
ant does not aver any breach of the contract. 

Appellant also claims a property right in the words, “Key 
Number System,” illustrated by the symbol of a key, and insists 
that this right is exclusive. Similar cases have been passed upon 
by our Supreme Court, which has held that the use of particular 
words and symbols in connection with articles of commerce will not 
be enjoined unless some deception is practiced thereby and there 
is a probability that the productions of one person will be substi- 
tuted for those of another. De Long Co. v. Hump Hair Pin Co., 
297 Ill. 359 [11 T. M. Rep. 239]. The essence of unfair com- 
petition is fraud. It consists in the sale of the goods of one vendor 


for those of another, and if the defendant so conducts its business 


as not to substitute its goods for those of the complainant, the action 
fails. Howe Scale Co. v. Wyckoff, Seamens § Benedict, 198 U. S. 
119. Similar views were expressed in Elgin Butter Co. v. Elgin 
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Creamery Co., 155 Ill. 127, and in Bolander v. Peterson, 136 Ill. 
215. In the last cited case the bill sought to restrain the use of a 
trade-name adopted by appellant. Both parties to the suit were 
dealers in snuff. One of them claimed the exclusive right to use 
certain words descriptive of its goods and the court said, in sub- 
stance, that a name merely descriptive of the article sold or its 
qualities, ingredients or characteristics, but which may be employed 
truthfully by other makers or dealers, is not entitled to protection 
as a trade-mark. The same rule is abundantly sustained by the 
federal authorities, and was exhaustively discussed in the recent 
case of Crump Co. v. J. L. Lindsay, Inc., 107 S. E. Rep. 679 (Va.), 
in which the court decided adversely to claimant. 

It is true, as appellant has suggested, that Dr. Eliot origi- 
nated the idea of a “‘five-foot shelf” which has proved to be of great 
commercial value, but this fact does not prevent any other person 
from having a book shelf of the same length, equipped with his own 
collection of literary master-pieces, and giving publicity to his act, 
if he so desires. The key has been used from time immemorial as 
the symbol of a means of obtaining access to something which is 
otherwise inaccessible. As such, it has been made symbolic of 
methods of acquiring riches, health, wisdom and spiritual welfare. 
There can be no exclusive right of property in the use of the word 
or the picture or facsimile of a key. The author of Wingate’s 
Maxims, published in 1658, expressed the hope that every serious 
student of the law shall find some satisfaction in noting “the same 
key to open so many locks.” This seems to have been the idea 
employed by both of the parties to this suit in their various publica- 
tions and for which they claim originality. Students of history ad- 
vise us that Buddha, who flourished about 550 B. C., employed a 
system of numbering his points and aphorisms upon the theory that 
such an enumeration was a “mnemonic necessity in an undocumented 
world.”” No reason is apparent why a similar system should not be 
employed for the assistance of students in studying a profession, 
replete with documentary lore. 


In determining this controversy we are limited solely to a 
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consideration of the allegations of the bill of complaint and can not 
base our decision upon various matters which are discussed by ap- 
pellant in the nature of proof of these allegations. The mere fact 
that defendant has imposed upon the public by claiming that its 
key number system is a new and original discovery is immaterial, 
even if similar numbering devices have been in use from the earli- 
est publications down to the present time. Doubtless this dis- 
credits the claim of defendant for originality, but it does not con- 
stitute a ground for relief to the complainant. The legal proposi- 
tions advanced by appellant are not disputed, but their applicability 
to the present case is questionable, in the absence from the bill of 
specific allegations showing complainant’s right to the relief de- 
manded. There are no averments in the bill showing that the 
parties are in competition with each other or that complainant has 
been damaged by the unlawful appropriation of his system and de- 
vices by defendant or that complainant has an exclusive property 
right in the use of the words “key number system” and the em- 
ployment of the symbol of a key as descriptive thereof. As was 
said by Prentis, J., in Crump Co. v. J. L. Lindsay, Inc., supra, 
after an exhaustive discussion of authorities: 

“A fair consideration of the facts of this case and a proper regard for 
judicial precedents and expressions which we believe to be based upon 
right, reason and a scrupulous regard for the substantial rights of litigants, 
as well as of the interests of the public for the preservation of fair com- 


petition in trade, lead us to conclude that there is no error in the decree 
of the trial court dismissing the bill.” 


The decree of the Circuit Court is affirmed. 
Griptey, P. J., and Barnes, J., concur. 
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Frances & Co., Dressmakers, Inc. v. CoHEN 
(192 N. Y. Supp. 659) 


New York Supreme Court, Appellate Division, First Department 
March 8, 1922 


Trape-Marks anp Trape-Names—Unrain Competririon—“Frances Com- 
PANY” IN Kierart Bustness—Appeat—Mopiriep AND AFFIRMED. 
Where defendant, for many years a wholesaler of ladies’ dresses 
under the name of “Frances Company”, opened a retail business in 
local competition with the plaintiff, though the respective goods ap- 
pealed to a widely different clientele, he should be permitted to con- 
tinue his retail business, provided he use in his advertisements and 
other printed matter the phrase “not connected with Frances & Co., 
Dressmakers, Inc.”, and the order so modified is affirmed. 


From an order granting an injunction, pendente lite, defendant 
appeals. Order modified, and, as modified, affirmed. 


Before Ciarke, P. J., and Dow.inG, Situ, Pace, and Green- 
BAUM, JJ. 


Samuel Seabury, of New York City (Jacob J. Lazaroe, of New 
York City, on the brief), for appellant. 

I. Maurice Wormser, of New York City (Jerome Wilzin, of 
New York City, on the brief), for respondents. 


Pace, J.: The defendant for several years past has been en- 
gaged in the manufacture and sale, at wholesale, of ladies’ gowns 
and dresses under the trade-name of Frances Company, and on or 
about October, 1921, opened a retail department of his business 
which he extensively advertised. The defendant has conducted his 
business at Nos. 80-88 East Thirty-third Street in the city of New 


+ 


York, and sells his dresses at prices ranging from $29.50 to $79.50. 
The plaintiff corporation carries on business of retailing dresses and 
gowns at No. 10 West Fifty-sixth Street. Its prices range from 
$235 to $675 apiece for gowns. 

The order appealed from, among other things, enjoins the de- 
fendant from using its trade-name in the retail business. In our 
opinion the order in this respect is too drastic. Every protection 


from the apprehended injury from the use of the name can be 
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afforded by requiring the defendant, in its advertisements and other 
printed matter, to state prominently that the defendant “is not 
connected with Frances & Co., Dressmakers, Inc.” 

The order will, therefore, be modified, as indicated, and, as 


modified, affirmed, with $10 costs and disbursements to appellant. 
Settle order on notice. All concur. 


IronsipEs Co. v. Citizens’ WHOLESALE Suppty Co. 
(278 Fed. Rep. 336) 


Court of Appeals of District of Columbia 
February 6, 1922 


Trape-MarKks AND ‘Trape-Names—Uwnramr Comperirion—CaNnceLLATION 


ProceepIncs—SuIeLtp InciostnG Scrott Wirn Monocram He tp 

Nor to INFRINGE SHIELD CoNnTAINING PIcTuURE. 

A trade-mark consisting of a shield inclosing a scroll bearing the 
words “Golden Rule,’ and a monogram formed of the initials of the 
appellant corporation, the dominating features of which are the words 
and monogram, does not conflict with a trade-mark consisting of a 
shield displaying a picture of the frigate Ironsides. 


Appeal from the Commissioner of Patents. 


Petition for cancellation of a trade-mark. Affirmed. (For 
Commissioner’s decision, see 4 T. M. Rep. 416.) 


Percy H. Moore, of Washington, D. C., for appellant. 
E. T. Fenwick and C. R. Allen, both of Washington, D. C., 


for appellee. 


Ross, Associate Justice: Appeal from a decision of the Com- 
missioner of Patents sustaining a decision of the Examiner of In- 
terferences and denying the petition of the Ironsides Company, ap- 


peliant here, for the cancellation of a trade-mark of the appellee, 
the Citizens’ Wholesale Supply Company. 


The mark sought to be cancelled consists of a shield inclosing a 
scroll bearing the words “Golden Rule” and a monogram formed of 
the letters “C. W. S.” and the abbreviation ‘‘Co.”’, with two stars in 
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each of the upper corners of the shield. The dominating features 
of the mark are the words and the monogram. Appellant’s mark 
consists of a shield in which, and almost completely filling it, is the 
picture of the frigate Ironsides. While the evidence tended to show 
that even this mark was not adopted until after the date of adoption 
and use of the “Golden Rule” mark, it is unnecessary to review the 
evidence on that point, since we are clearly of the view, as was the 
Patent Office, that there is no conflict between the two marks. The 
decision, therefore, is affirmed. 


Affirmed. 


DECISIONS OF THE COMMISSIONER OF PATENTS 
Abandonment 


Kinnan, F. A. C.: The trade-mark “ZZ” was registered in 1894 
under No. 25,482, for corsets, by Emil Schweinburg. The appli- 
cant alleges abandonment of mark by Schweinburg, but his evidence 
is insufficient. Some positive evidence should be submitted, such 
as an affidavit of somebody who knows of the business of Schwein- 
burg and its termination. Mere non-user is not abandonment 
(Madam Irene v. Schweinburg, 177 O. G. 1043 [2 T. M. Rep. 


213]). The registration was refused.* 


Answer in Contested Ownership 


Fennine, A. C.: On December 25, 1906, Arthur Horowitz 
registered his trade-mark consisting of the word “Arhovin” under 
No. 58,756. On February 8, 1919, Schering & Glatz, Inc., applied 
to cancel. On June 19, 1919, the Alien Property Custodian seized 
the mark and business appurtenant thereto. On March 11, 1920, 
the Alien Property Custodian assigned the mark to the Chemical 
Foundation, Inc. Horowitz filed an answer on January 19, 1921. 
On a motion of Schering & Glatz, Inc., the Chemical Foundation 


was notified and on its petition was made a party and filed its 


1 Ex parte, Zegschwert, 149 M. D. 218, Mar. 31, 1922. 
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answer on September 21, 1921. Schering & Glatz, Inc., moved for 
ruling which answer should stand. The Examiner of Interferences 
held that Horowitz’s answer should be stricken out and the answer 
of the Chemical Foundation should stand. This was appealed by 
Horowitz. 

It was held that the assignee takes title subject to pending 
litigation. The answer of Horowitz should stand as answer of 
Chemical Foundation. Any new matter may be put in by supple- 
mental answer. [But when the answer was filed the mark belonged 
to the Alien Property Custodian. } 

The seizure by the Alien Property Custodian is prima facie 
evidence of title, though questioned by Horowitz. If he wishes to 
attack title he must do so directly. (Kohn v. Kohn, 264 Fed. Rep. 
253; Garvan v. Bonds, 265 Id. 477 afd. 41 Sup. Ct. 214.) The 
answer of Horowitz was restored. The answer of Chemical 
Foundation was stricken out. The Chemical Foundation may file 


supplemental answer and conduct further proceedings in the case.* 


Appeal 


Fennina, A. C.: Opposition to the registration of a trade- 
mark for spark plugs. 

Motion to declare the notice of opposition null and void, was 
filed on March 22, 1921, verified by an attorney. The informality 
of the verification was called to the opponent’s attention on July 27, 
1921. On August 3, a duplicate, verified by opponent, was filed. 
It was held by the Examiner that the time that had elapsed was 
reasonable under Section 6 of the Trade-Mark Law. 

A stipulation for final hearing on the pleadings, before an ap- 
peal was taken from the denial of a motion, is a waiver of the 
right of appeal. 


The appeal was dismissed.’ 


Ropertson, C.: Trade-mark for canned salmon. Appeal 


*Schering & Glatz, Inc. v. Arthur Horowitz, 140 M. D. 154, Mar. 4, 


1922. 


* Deco Co. v. Dayton Ignition Co., 139 Ms. Dec. 103, Oct. 10, 1921. 
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from a judgment in cancellation proceedings. Motion to dismiss, 
because a transcript of record had not been filed and the case 
docketed in the court of appeals within forty days after notice of 
appeal was given to the Commissioner of Patents. The appeal was 
dismissed.* 


Assignment 


Rosertson, C.: Interference was declared between the trade- 
marks “Orange Kist’’ and “Orange Kiss’, for root beer. 

The record showing that applicant, the Peerless Orange Juice 
Company, had assigned all rights to the mark before it made the 


application, held that the applicant was not entitled to register. ° 


Cancellation 


Fennine, A. C.: A petition was entered to cancel a trade- 
mark for toilet water, No. 134,988. The registrant claims use of 
the name “Paris” on some of petitioner’s packages is a fraud which 
should cause the denial of the petition. No fraud is shown and 


cannot be presumed. The registration was cancelled.® 
Conflicting Marks 


Fennina, A. C.: The trade-mark for auto tops and curtains, 
consisting of the word “Limo’’, should not be refused because of the 
prior registration of the word “Limosette’. There is no likelihood 


of confusion.’ 


Fennine, A. C.: The application for the registration of a 
trade-mark for cotton piece goods, including a spray of morning 
glory blossoms was refused on the ground that it was very similar 
to trade-mark registration No. 82,292, which has as its sole feature 
a spray of morning glories.* 

‘Aunt Jemima Mills Co. v. Wakefield, 139 Ms. Dec. 16, Sept. 9, 1921. 

*McCarthy v. Peerless Orange Juice Co., 1389 Ms. Dec. 201, Nov. 4, 
1921. 
® American Toilet Goods Co. v. Geo. B. Evans, 140 M. D. 183, Mar. 15, 


1922. 
*Ex parte, Buob & Scheu, 140 M. D. 203, Mar. 27, 1922 
*Ex parte, Otto H. Huick, 140 M. D. 53, Feb. 2, 1922. 
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Ropertson, C.: The trade-mark “Frostproof” for hosiery, 
was opposed by the owner of the trade-mark “Frost King’ and 
“Storm Proof”. The mark was adopted with knowledge of prior 
use of opponent’s marks. Opposition sustained.® 


Fennina, A. C.: Trade-mark for cotton piece goods, consist- 
ing of five frogs in a circle about a flower. Trade-mark No. 34,311 
consists of a single frog. One may not appropriate as part of his 
mark the sole feature of a prior registered mark. (Wayne Co. 
Pres. Co. v. Burt, Olney Canning Co., 140 O. G. 1003; Carmel 
Wine Co. v. California Winery, 174 O. G. 586 [2 T. M. Rep. 33].) 
Registration refused.’® 


Kinnan, F. A. C.: A trade-mark consisting of the word “Buy- 
more’ for canned fruit, etc., was rejected because of the registra- 
tion of the trade-mark ““Buy-Me” in the form of a cross, surrounded 
by a circle. If the registered mark were shown in a straight line, 
confusion would be likely. The arrangement does not change the 
similarity of sound, and confusion is likely. Registration refused."* 


Fennine, A. C.: The trade-mark consisting of the word 
“Avio” was rejected because of the prior registration of the word 
“‘Aviolina’’.'” 


Kinnan, F. A. C.: The registration of the trade-mark “Vic- 
toria’”’ for unsweetened evaporated milk, was refused because of 
the prior registration of the word “Victor” with a laurel wreath for 
the same class of goods. The applicant relies on McLean v. Adams, 
in which the Court of Appeals held these marks did not conflict. In 
that case “Victor” was shown with a knight on horseback waving 
a spear, and with a distinctive border, while “Victoria” was used 


with a medallion bearing the representation of Queen Victoria. In 


® Dormer Bros. Co. v. Shutts & Co., 189 Ms. Dec. 448, Jan. 7, 1922. 
*” Ex parte, Armory Browne Export Corp., 139 Ms. Dec. 437, Jan. 6, 


1922. 
1 Ex parte, Herbert Packing Co., 140 M. D. 246, Apr. 5, 1922 
“Ex parte, Midwest Oil Co., 140 M. D. 289, Apr. 14, 1922. 
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this case, confusion is likely, since in one case the word is the entire 
mark and in the other the chief feature.” 


FenninG, A. C.: The application to register the words ‘“Ban- 
quet Brand” printed above the representation of a dining table, 
as a trade-mark for canned sardines was rejected because of the 
prior registration under No. 37,091 of the words “Banquet Brand” 
above a table surrounded by six diners. Although the word “Ban- 
quet”’ was disclaimed, the registration was refused. Confusion is in- 
evitable. The presence or absence of people at the tables will not 


distinguish the marks. Registration refused.'* 


FenninG, A. C.: The application to register the word “Soko” 
as a trade-mark for washing compound was opposed by the owner 
of the trade-mark “Soakum”’ registered under No. 138,387. Op- 
ponent shows priority of use and the goods are the same. The op- 
position was sustained on the ground that the goods were likely to 
be confused.*° 


Fennina, A. C.: A petition was entered to cancel the regis- 
tration of trade-mark No. 135,208, consisting of a bracket and sign 
with an inconspicuous lantern and bearing the word “Canterbury”. 

The petitioner shows prior use of the mark consisting of a 

8 
bracket and sign and the word “Von Brecht” or “Brecht”. The 


marks are likely to be confused. The mark was cancelled.’® 


Kinnan, F. A. C.: An opposition was entered to the trade- 
mark “Sunset” for varnish, shellac, etc., by the owner of the trade- 
mark “Sun Proof” for paints, and varnishes. There is no confus- 
ing similarity between these marks and the opposition was dis- 
missed.*? 

** Ex parte, American Milk Products Corp., 140 M. D. 293, Apr. 14, 
1922. 
* Ex parte, Clark & Son, 140 M. D. 357, Apr. 26, 1922. 


** Cleveland v. Winter, 140 M. D. 379, May 2, 1922. 


* Brecht Candy Co. v. Canterbury Candy Makers, 140 M. D. 386, May 
3, 1922. 


1 Patton Paint Co. v. Sunset Paint Co., 140 M. D. 46, Jan. 31, 1922. 
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On motion to dismiss opposition. 

Kinnan, F. A. C.: The marks are used on substantially the 
same goods. The applicant’s mark consists of an orange-colored 
ring having within it a green portion and an elongated diamond, 
passing diametrically through and extending far beyond the ring. 
The opponent’s mark consists of an orange disc with a white border 
and the letters across the disc, mounted on a rectangular base of 
orange with a white border. The general appearance of the marks is 
quite unlike. There is little in common but the color. There is no 
proof of confusion. The opposition was dismissed.’* 


Fenninea, A. C.: The terms “Arch Aide’, “Arch Relief” and 
“Arch Ease’, as trade-marks for shoes, are held to be descriptive 
and non-registrable. Each of these terms is an apt form of descrip- 
tion for shoes adapted to afford aid or relief to the arch of the foot 
or secure ease to the arch of the wearer. No manufacturer, there- 
fore, should be allowed to prevent other makers of similar shoes 
from using these descriptive terms. 

The fact that numerous other marks have been registered in- 
cluding the word “arch” as part of a compound term affords no 
reason why the registration of these marks should be allowed, since 
they are not readily distinguished in sense from those previously 
registered, and it is undesirable to promote the possibility of con- 
fusion by registering more marks of this character.*® 


Kinnan, F. A. C.: An opposition was entered to the trade- 
mark “Famo” for nuts and nut confections by the owner of the 
trade-mark “La Fama’ for chocolate-coated “center goods’ and 
chocolate-covered cream candy with nut centers. The opposition 
was sustained as to candied nuts, nut bars and chocolate-covered 
nuts, but was overruled as to peanuts, almonds, pecans, chestnuts, 
filberts, roasted or natural, and peanut butter. 

The validity or descriptiveness of opponent’s mark is not in 

*® Patterson-Sargent Co. v. Indiana Indestructible Paint Co., 140 M. D. 
295, Apr. 14, 1922. 


* Ex parte, Thomas G. Plant Company, 140 M. D. 236, 237, 239, Apr. 4, 
1922, 
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issue. Prior use of it will bar registration if it is likely to be con- 
fused with opponent’s mark. Similarity of sound, appearance and 
meaning make confusion likely.*° 


FenninG, A. C.: Proceeding to cancel a trade-mark, No. 139,- 
161, registered under the Act of March 19, 1920, for wearing ap- 
parel for women, consisting of the words “Macey’s, St. Paul, Minn.” 
A flourish from the S bears the words “Women’s Store of Values”. 
The petitioner owns registration No. 78,333 consisting of the word 
‘“Macy’s”, use being claimed since 1858. 

The marks are liable to be confused. Order dismissing the 
petition vacated.*' 


Fennina, A. C.: Application to register a trade-mark for 
blankets and cotton piece goods, consisting of the picture of five 
ostriches and the words “El Nandu’, the Spanish name for the 
rhea, which is much like the ostrich. The registered trade-mark 
No. 55,138, contains the picture of an ostrich. Registration was 
properly refused.** 


Kinnan, F. A. C.: An opposition was entered to the trade- 
mark “Sun Glo” for paints and varnishes by the owner of the trade- 
mark “Sun Proof” for the same goods. Each uses the representa- 
tion of the sun with its mark. 

The deceptiveness of the opponent’s mark is urged as ground 
for dismissal. It was held not to be deceptive, but permissible com- 
mercial puffing. The average person would not be deceived or 
think the paint was actually sun-proof. The applicant’s mark is 
not free from criticism, since it hardly glows like the sun or glows 
at all. 

The word “Sun” cannot be appropriated by the opponent. 
It is widely used to indicate brightness. “Glo” has no similarity to 
“Proof”. There is no likelihood of confusion. The opposition was 

2° Johnson Biscuit Co. v. Famo Nut Co., 140 M. D. 48, Jan. 31, 1922 


™"R. H. Macy & Co. v. Macey Co., 139 Ms. Dec. 489, Jan. 21, 1922. 
2 Ex parte, Nashua Mfg. Co., 139 Ms. Dec. 486, Jan. 6, 1922. 
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dismissed. The similarity of the setting is a matter of unfair com- 


petition, which does not enter into this proceeding.** 


Fennine, A. C.: A trade-mark for piece goods of wool, con- 
sisting of the word ““Marvela” was refused registration, because of 
the prior registration of the word “Marvella’. Proceedings on 
application to register are not res adjudicata in the United States 
Patent Office. These marks are liable to be confused.** 


Fennine, A. C.: Application to register a trade-mark for 
cotton piece goods, consisting of the representation of a ship, carry- 
ing a flag bearing the words “E] Navio’, preceded by a shark swim- 
ming on the surface of the sea, all combined with the words “Dril 
Tiburon”. The prior registrations of ships do not conflict. The 
ship in this mark is so associated with the shark, and word 
“Tiburon” meaning shark, that it is essentially different from any 


mark showing a ship alone.** 


Kinnan, F. A. C.: A trade-mark for biscuits, consisting of 
the words “O-Such-A” was claimed to interfere with the word 
“Uneeda’’, for the same goods. Opponent took testimony. Appli- 
cant did not. Judgment dismissing the opposition affirmed. 

There is no similarity in appearance or sound, and not enough 
in significance, to sustain the opposition. ‘“‘Uneeda’ implies need, 
while “O-Such-A” implies quality. 

“Unless opposer is to be given protection against the adoption of al- 


most any catch phrase which may be applied to a package of biscuit, it is 
not seen how his position can be sustained in the present case.”* 


Descriptive Terms 


Fennina, A. C.: Trade-mark for life preservers, consisting of 
an elliptical figure and the words “Ever Warm Safety Suit’, the 
word “suit” being disclaimed. The term “Safety Suit” is com- 


* Patton Paint Co. v. Sunset Paint Co., 140 M. D. 44, Jan. 31, 1922. 

* Ex parte, Marling & Evans, 139 Ms. Dec. 473, Jan. 18, 1922. 

* Ex parte, Nashua Mfg. Co., 189 Ms. Dec. 435, Jan. 6, 1922. 

** National Biscuit Co. v. Bishop & Co., 189 Ms. Dec. 475, Jan. 18, 1922. 
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monly used in descriptions of patents for these devices, and must be 
regarded as descriptive. The words “Ever Warm” are also de- 
scriptive (Cf. “Ever Ready”, Ex parte, Ever Ready Heat Co., 126 
Ms. Dec. 246; “Everfast”, Ex parte, Erlanger, 188 Md. 447 [11 
T. M. Rep. 319]; “Everlasting”, Ex parte, Smith Wheel, Inc., 133 
Md. 221; “Everwear”, Ex parte, Ely Walker Co., 128 Md. 485).77 


Fennina, A. C.: Trade-mark for pneumatic tire casings, con- 
sisting of the words “Safety Tread”. “Safety” has already been 
registered for rubber hose, belting, packing, tubing, valves, springs, 
dredging sleeves and packers. These are known in the trade as 
mechanical rubber goods. But the Court of Appeals has held auto 
and bicycle tires of the same descriptive qualities as hose and belt- 
ing. (Gutta Percha & Rubber Mfg. Co. v. Ajax Mfg. Co., 259 
O. G. 184 [9 T. M. Rep. 70].) This decision controls, in spite of 
evidence that the trade distinguishes between tires and mechanical 
goods. 

The words “Tread” and probably “Safety Tread” are descrip- 
tive. Moreover, these words are printed over the notice of date of 
the design patent. They may be descriptive of the particular 
patented form of tire and thus be open to public use, long before 
the registration will expire. Registration refused.** 


Fennine, A. C.: An application to register the trade-mark 
“Cream Salad” for prepared mustard was refused. It was held 
descriptive or misdescriptive, or so boldly suggestive as to preclude 
anybody from claiming the exclusive right to use it. The word 
“Cream” is used as equivalent to “dressing”. (See “Salad Cream”, 
Correll’s Dictionary of Cooking.)*° 


Fennine, A. C.: A trade-mark for soluble coffee, consisting 
of the word “Minute”, was refused registration because of descrip- 
tiveness. (Ez parte, Whitman Grocery Company, 100 O. G. 17638, 

**Ex parte, National Life Preserver Co., 139 Ms. Dec. 171, Oct. 25, 
1921. 


* Ex parte, B. F. Goodrich Co., 139 Ms. Dec. 292, Dec. 1, 1921. 
* Ex parte, R. T. French Co., 140 M. D. 53, Feb. 2, 1922. 
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for cereal coffee; Ex parte, Champion, 129 Ms. Dec. 856 [9 T. M. 
Rep. 321], for spark plug cleaners. )*° 


FenninG, A. C.: A trade-mark for Skin Cream, consisting of 
the words “Wilson’s Fair Skin Cream”, accompanied by a heart 
shaped face, the words “Fair Skin” being disclaimed. It has beer, 
held that where the device used with descriptive words is so simplq 
as evidently to be only a means to the registration of otherwise un 
registrable words, registration should be refused (Beckwith v. Com- 
missioner of Patents, 274 O. G. 617). But it is not so here. The 
mark is distinctive. However, the word “cream” must be disclaimed. 


Registration refused in the present from.*’ 


FenninG, A. C.: Trade-mark for toilet soap, consisting of the 
words, ““Wilson’s Fair Skin Soap’, surrounded by a fanciful border, 
the words “Fair Skin Soap” being disclaimed. The case of Beck- 
with v. Commissioner of Patents (274 O. G. 617 [10 T. M. Rep. 
255]|), is not applicable to this case. Registration ordered. The 


descriptive matter is not so prominent as to overshadow the design.** 


Division of Application 


Kinnan, F. A. C.: A trade-mark for cast, drawn, rolled, ex- 
truded, pressed and machined non-ferrous metals and alloys. A 
petition was entered to overrule the requirement that the applica- 
tion be divided. Tubes “of the character disclosed in Class 14’, al- 
lowed in this application. The application says it wants to register 
in many foreign countries and division will make plurality of regis- 
trations and increased costs. In view of these reasons and others 
(not stated) the present case is regarded as an exception to the gen- 
eral rule and the petition is granted.** 

* Ex parte, King Coffee Products Corporation, 139 Ms. Dec. 437, Jan. 
> 1099 
6, 7 & Co. v. Geer Drug Co., 189 Ms. Dec. 169, Oct. 25, 1921. 


* Armour & Co. v. Geer Drug Co., 139 Ms. Dec. 170, Oct. 25, 1921. 
* Ex parte, American Brass Co., 140 M. D. 247, Apr. 6, 1922. 
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Dissimilar Goods 


Fennina, A. C.: An interference was declared between 
registrations Nos. 129,599 and 129,600 of the Art Cabinet Com- 
pany for kitchen cabinets and the applications for the same marks 
by the Cardinal Cabinet Co. for phonographs. The latter claims 
use since 1910 on kitchen cabinets. It was held that kitchen cab- 
inets are not the same class of goods as phonographs. 


The priority of the Art Cabinet Co. was established.”* 
Effect of Court Decision 


Fennine, A. C.: A further rehearing in which attention is 
called to an injunction of a California Court which prohibits the 
applicant from using the word “Koveralls” or “Over-em-alls” or 
any word similar thereto on children’s one-piece outer garments, 
made in imitation of the plaintiff's garments. Punctuation makes 
the injunction ambiguous. It was argued that it enjoins the use 
of words in any connection, but opinion shows it extends only 
to garments made in imitation of plaintiff's. Hence the finding of 
the Court is immaterial to the question of registration here. (See 
earlier decision, 12 T. M. Rep., 130.)*° 


Effect of Registration 


Fennine, A. C.: Trade-mark for non-intoxicating beverages, 
in interference. A brief, filed by the applicant four days before 
the hearing, was stricken from the files. 

In the absence of proof, the registration is prima facie evidence 
of use, only from date of registration. Where applicant has used 
his mark since 1914, a date earlier than the interfering regis- 
tration, he need show no transfer from a prior, insolvent user, a 
corporation, afterward dissolved. Priority is sufficiently shown by 
actual use from an earlier date.*® 
*Cardinal Cabinet Co. v. Art Cabinet Co., 140 M. D. 349, Apr. 26, 
1922. 


* Strauss & Co. v. Cooper, Coate & Casey Dry Goods Co., 140 M. D. 
174, Mar. 9, 1922. 


* Ritzler v. Francis H. Leggett & Co., 139 Ms. Dec. 127, Oct. 13, 1921. 
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Goods of the Same Descriptive Properties 


Fennina, A. C.: Trade-mark for taleum powder and cos- 
metics, in interference. The words ‘“Moon-Kiss’”’, used since 1919 
by the Talcum Puff Company on talcum powder, were used prior to 
1919 by Burnham on perfume, toilet water and sachet powder. It 
was held that the goods are of the same descriptive properties, and 


the registration was granted to Burnham, by reason of his priority 
of use.*? 


Fennina, A. C.: A trade-mark for canned fruits was refused, 
because of a prior registration for canned kidney beans. Canned 
fruit and vegetables are of the same descriptive properties (Ez 
parte, Abts Co., 126 M. D. 42 [8. T. M. Rep. 280].) Canned peas 
and corn and canned pineapple, are of the same descriptive prop- 
erties (Ea parte, Inderrieden Canning Co., 283 O. G. 181 [11 T. M. 
Rep. 320]).** 


Grounds for Rehearing 


Fenninc, A. C.: Application for rehearing (see 139 Ms. 
Dec., 127), on the grounds that no title was shown in the applicant 
but the title was in the receiver of the defunct company. Applicant 
says he bought from the receiver, taking the business and assum- 
ing the obligations. The corporation was dissolved in 1914. The 
receiver cannot be supposed to have continued the business of the 
defunct company seven years as a going concern. He had business 
only to liquidate it. Rehearing denied.*® 


Name of Applicant 


Fennine, A. C.: A petition was entered to cancel the word 
“Cardinal” for phonographs registered by the Art Cabinet Co., on 
March 9, 1920, under No. 129,599, use being claimed since May 
15, 1919. The petitioner was incorporated in 1910. Cancellation 

* Burnham v. Talcum Puff Co., 139 Ms. Dec. 47, Sept. 26, 1921. 


* Ex parte, Max Schuckl, 139 Ms. Dec. 317, Dec. 6, 1921. 
* Ritzler v. Leggett Co., 189 Ms. Dec. 296, Dec. 5, 1921. 
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was ordered on the authority of the American Steel Foundries Co., 
264 O. G. 854 [9 T. M. Rep. 364}. 

Petitioner also requested the cancellation of “The Cardinal 
Phonograph” with the representation of a red cardinal bird on the 
letter D of the word “Cardinal,’ which was registered under No. 
129,600 on March 9, 1920. It was held to be not only the name 


of the Cardinal Cabinet Company and cancellation was refused.*° 


Non-Use 


Fennina, A. C.: A trade-mark for a stropping device for a 
safety razor, consisting of the words “King Keen,’ was opposed 
by the owner of the “Keen Kutter” trade-mark, for hardware and 
similar goods. 

The mark had not been used in commerce at the time the 
application was filed in the Patent Office. Opposition dismissed 
and application remanded to the Examiner, with instructions ‘to 


refuse the registration, because of non-use of the mark.*! 


Part of Corporate Name 


Kinnan, F. A. C.: An application to register the trade-mark 
“United” for cement used in making boots and shoes in Class 5 used 
since 1910 was refused because it is the essential part of the name 
of the United Drug Co., incorporated in 1902. ‘This decision was 
appealed. 

Asbestone Co. v. Carey Mfg. Co., 200 O. G. 857 [4 T. M. Rep. 
161]. In re United Drug Co., 220 O. G. 729 [6 T. M. Rep. 101]. 
Mansfield Tire & Rubber Co. v. Ford Motor Co., 222 O. G. 1056 
[6 T. M. Rep. 141]. Burrell v. Simplex Electric Heating Co., 225 
O. G. 737 [6 T. M. Rep. 236]. Simplex Electric Heating Co. v. 
Ramey, 243 O. G. 793. Howard Co. v. Baldwin Co., 48 App. D. C. 
137 [9 T. M. Rep. 116]. Jn re American Steel Foundries Co., 
264 O. G. 354 [9 T. M. Rep. 364]. 


* Cardinal Cabinet Co. v. Art Cabinet Co., 140 M. D. 347, Apr. 26, 1922. 


“Simmons Hardware Co. v. King Keen Co., 1389 Ms. Dec. 5, Aug. 31, 
1921. 
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In all the above cases there was some suggestion of similarity 
of goods, enough to raise a possibility of confusion. It seems prob- 
able that the basis of the statutory prohibition is an injury to the 
business of the bearer of the name. There is here no evidence of 
similarity of goods. 

Moreover, “United” is a word in very common use and appli- 
cant was incorporated in 1899. A word in such common use cannot 
be regarded as the name of a corporation or the essential part 
thereof. The registration was ordered.*? 


Petition 


Kinnan, F. A. C.: The Saxony Knitting Mills, owners of 
trade-mark registration No. 70,468, consisting of the word “Saxony” 
for knit goods, state that applicant was permitted to register the 
word “‘Sacony”’ for like goods, and the time to oppose has expired. 
The owners also claim that, in view of the prior registration of 
their mark, application should be sent back to the Examiner to 
reject application or declare an interference. An interference can- 
not be granted under the conditions presented. (Titus v. Burton, 
293 O. G. 879.) Two oppositions have been filed to the applica- 
tion. The disposition of these may make the further consideration 
of petition unnecessary. The petition was denied, with leave to 
renew after the oppositions are disposed of, should it appear that 
petitioner’s rights are in jeopardy.**. 


Fennine, A. C.: <A trade-mark for laundry soap. It was 
petitioned by the opponent to take surrebuttal testimony. Appli- 
cant took no prima facie testimony, but took rebuttal testimony. 
The petition was denied because the evidence was in possession of 
the opponent when it took testimony and could have been brought 
out on cross-examiration of applicant’s witnesses in rebuttal.** 


Fennino, A. C.: Petition to strike out testimony of opponent 


“ Ex parte, United Shoe Machine Co., 140 M. D. 335, Apr. 21, 1922. 
* Petition of Saxony Knitting Mills, 140 M. D. 153, Mar. 4, 1922. 
“ Phoenix Oil Co. v. Louisville Soap Co., 140 M. D. 205, Mar. 27, 1922. 
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as to unfair competition. Its pertinency can be settled at final 
hearing. Petition denied.*° 


Fennine, A. C.: Petition to reopen case, to reexamine wit- 
nesses who have already testified, granted on the condition that the 
petitioner file an agreement to pay the Gayola Company the expense 
of reprinting its filed brief, if counsel desires to prepare a new 


one, as a result of the re-examination.*® 


Printing of Record 


Fennine, A. C.: A stipulation was filed dispensing with the 
printing of the record. The record consists of fifty pages. The 
names of witnesses were not written at the top of the pages as the 
rules require, nor are the depositions corrected as provided in the 
stipulation. The office has no corrected copy of the depositions. 
The stipulation is disapproved.** 


Priority 


Fennina, A. C.: On petition to cancel a trade-mark for hair 
tonic, consisting of the word “X-Ray.” The registrant claims use 
from 1913, the petitioner since 1915. 

Held that registrant has proven use since 1914. The fact 
that the first labels were in manuscript and printed labels were 
used only from 1918, does not matter, as the use was continuous. 
Nor does the fact that the printed labels used in 1918 first showed 
the picture of a woman, though use was claimed since 1913, is 
immaterial, as the word “X-Ray” is the essential feature of the 


mark. The petition was dismissed.** 


* Solderall Co. v. Lampe, 139 Ms. Dec. 459, Jan. 14, 1922. 

“Gayola Syrup Co. v. National Fruit Flavor Co., 139 Ms. Dec. 230, 
Nov. 16, 1921. 

‘United Retail Candy Stores, Inc. v. Evangeline Conf. Co., 139 Ms. 
Dec. 283, Nov. 25, 1921. 

*“ United Barbers’ Service Co. v. Cannaliato, 189 Ms. Dec. 84, Oct. 6, 
1921. 
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Proof of Ownership 


Fennine, A. C.: On petition. The Examiner properly re- 
quired an official abstract of title of two prior registrations to be 


filed, to prove they are now owned by the applicant.*” 


Publici Juris 


Fenninea, A. C.: A petition was entered to cancel a trade- 
mark for hair coloring for eyebrows and skin, registered on June 
22, 1920, under No. 132,871, consisting of the word “Mascaro.” 

The petitioner claims registration of same mark in 1888 and 
1911. After testimony was taken, the petitioner amended to set 
up that the mark was publici juris. The petition is justified by 
Howard Co. v. Baldwin Co., 220 O. G. 1044 [9 T. M. Rep. 116]; 
but if the mark is publici juris, the petitioner should not be allowed 
to keep her registrations. The petition was granted on the condi- 
tion that the petitioner file a request to cancel her mark, No. 84096, 
registered November 7, 1911, if the mark attacked is cancelled on 


the ground that it is publici juris.°° 


Rosertson, C.: The application to register a trade-mark 
consisting of a white star on black circular background, for gaso- 
line, by the owner of trade-mark No. 76,133, was granted on the 
condition that applicant disclaim the right to the exclusive use of 
the representation of a star. The applicant appeals. The star 
alone is common property (Galena Signal Oil Co. v. Filler, 142 Fed. 
Rep. 1002), and can be a trade-mark only in combination with 
other distinctive features. (See also Armour & Co. v. Louisville 
Provisions Co., 275 Fed. Rep. 92 [11 T. M. Rep. 884].) 

A disclaimer of the star would be to regard it as eliminated and 
make a quite different mark. The black background does not make 
the star distinctive. The applicant is not entitled to register the 
mark with or without a disclaimer. The opposition was sustained.°' 

“” Ex parte, Oscar Schmied, 139 Ms. Dec. 53, Sept. 27, 1921. 

- By Martha M. Harper v. Panafieu, Pére et Fils, 140 M. D. 173, Mar. 9, 


5 Texas Co. v. McLeod, 140 M. D. 165, Mar. 6, 1922. 
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Representation of Container 

Fennine, A. C.: The registration of a trade-mark for toilet 


paper consisting of the representation of a cabinet from which 
projects a sheet of paper, was refused. No manufacturer should 
be prevented from showing to the public the way his goods are used. 
(In re Motz Tire & Rubber Co., 1938 O. G. 513; 40 App. D. C. 
187 [7 T. M. Rep. 32].)™ 


Re-registration by Assignee 


FenninG, A. C.: Application was made by Lehn & Fink to 
register the word “Pebeco” for tooth paste, which mark was regis- 
tered by opponent under No. 61,678, dated April 2, 1907. 

Applicant claimed that in March, 1919, Alien Property Cus- 
todian seized the business and trade-mark of the opponent, by a 
notice recorded in the Patent Office, under the Trading with the 
Enemy Act. The mark was then sold by the Alien Property Cus- 
todian to applicant and the assignment recorded in Patent Office. 
The case was set down under Equity Rule 29, to test the sufficiency 
of the answer. 

The proceeding assumes, that for the purposes of the hearing, 
the sale was valid. The fact that the mark belongs to the opponent 
in foreign countries is no reason to deny the registration to the 
applicant here. Confusion as to the ownership of the mark, if any 
resulted, would be caused by the action of the Alien Property 
Custodian and not by the new registration. 

However, there is no warrant in the statute for re-registra- 
tion, simply because of an assignment of the mark. An assignment 
may be recorded and full record title is thereby vested in the 
assignee. The need of re-registration for use in foreign countries 
was alleged but is not shown. In fact, applicant’s rights appear to 
be limited to the United States, as the opponent has already regis- 
tered the mark in foreign countries. 

Opposition sustained.* 


* Ex parte, Scott Paper Co., 140 M. D. 106, Feb. 25, 1922. 
* P. Beiersdorf & Co. v. Lehn & Fink, 139 Ms. Dec. 1, Aug. 30, 1921. 
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Res Adjudicata 


Fennine, A. C.: Petition for cancellation of trade-mark No. 
97,202, for cheese. 

The Portland Company applied for registration, after Badger 
Company had registered. An interference was declared and de- 
cided in favor of the Portland Company. This decision is res 
adjudicata, and cannot be attacked collaterally. It does not fol- 
low that every judgmeut in an interference is res adjudicata in a 
subsequent proceeding to cancel, but it is so here, for the issues 
are the same. Cancellation ordered. In Phillips v. Hudnut (263 
Fed. Rep., 643) after an interference was decided, a motion was 
made to cancel the registration, which was denied. No appeal was 
taken from the motion. Hence cancellation was not properly 
ordered on appeal, because the question was not brought before the 
Commissioner. 

In Ex parte, Bloomington, 119 O. G., 2,235, the Commissioner 
cancelled a mark after judgment in interference.** 


Return of Fee 


Kinnan, F. A. C.: In a renewal of a motion to have fee re- 
turned (see Ex parte, Russell Mfg. Co., 140 M. D. 195) it was 
argued that the classification was changed because of an argument 
presented by the petitioner. If petitioner furnished the office with 


advice that was followed, this is no ground for the return of fee.®*° 


Kinnan, F. A. C.: An application was entered to register 
the trade-mark consisting of the words “Panama Girl” for elastic 
webbings, ladies’ dress belting, etc., in Class 40. The Examiner 
requested a division, to put webbings in Class 42. The petitioner 
filed a new application for Class 42. The classification was re- 
vised later to put webbing in Class 40. A petition was entered to 
refund the fee paid in Class 42, because of the ruling of the 


* Portland Cheese Co. v. Badger Cheese Co., 189 Ms. Dec. 310, Dec. 3, 
1921. 
* Ex parte, Russell Mfg. Co., 140 M. D. 423, May 15, 1922. 
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Examiner. The petition was denied. The mistake that justifies 
repayment is a mistake in making the payment, and not a mistake 
in supposing the classification will not be changed after the appli- 


cant has acquiesced in ruling under the present classification.*° 


Right of Licenser 


Kinnan, F. A. C.: Interference between the words “Air 
Way” and “Pneumode Air Way” for electric vacuum cleaners. 
Replogle having granted an exclusive license to the Air-Way Com- 
pany and having thereafter ceased to manufacture, and sold only 
as agent of the Company, he has no standing to register or to pre- 
vent registration by the Company. Registration granted to the 


Company.* 


Singularity of Opposition 


Ropertson, C.: An appeal was entered from the refusal to 
include six applications in one opposition. Separate notices of 
opposition should have been filed to each mark. The opponent 
should select one mark and proceed with that. Fees for the other 
five cannot be accepted after the time has expired.** 


; 
Surnames 


Fennine, A. C.: A petition was entered for the cancellation 
of trade-mark No. 130,095, registered April 6, 1920, for gold and 
platinum metal alloy consisting of the word “Intker,” the tow line 
of the letter T extending over the N and K. The petitioner is a 
dentist and claims the mark is a registration of his name merely. 
Goods are advertised and known as “Tinker Gold.” The mark is 


not the mere name, but is in a particular and distinctive form. 


“ Ex parte, Russell Mfg. Co., 140 M. D. 195, Mar. 21, 1922. 
* Air-Way Co. v. Replogle, 139 Ms. Dec. 160, Oct. 19, 1921. 
* Plymouth Cordage Co. v. Hoover & Allison Co., 140 M. D. 422, May 


15, 1922. 
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There is no proof that the petitioner has ever used his name in 
trade, so no confusion is possible.”® 


Trade-Mark Use 


FenninG, A. C.: Opposition to the registration of a trade- 
mark for cigarettes, consisting of the words “Beech Nut.” The 
applicant never made cigarettes. It bought 2,060 in 1919 from 
the American Tobacco Company and shipped them in three lots, to 
an officer of the Company in New York, to a member of the firm 
of applicant’s counsel in Chicago, and to the New Jersey Tobacco 
Company, of Jersey City. ‘he last were returned. None of the 
cigarettes were ordered, bought, or paid for, by the parties to 
whom they were sent. There was never any other use of the mark 
by applicants. This was not trade-mark use (Phillips v. Hudnut, 
263 F. R. 643). The opposition was sustained.” 


* Tinker v. Patterson Dental Supply Co., 140 M. D. 204, Mar. 27, 1922. 


27, 


* Lorilard Co. v. Beechnut Packing Co., 139 Ms. Dec. 469, Jan. 18, 1922. 
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